combination is the claims of Group II and subcombination is the claims of Group I. To 
support a restriction between a combination/subcombination, two-way distinctness is 
required, which has not been shown in the present restriction requirement. Therefore, it is 
submitted that Groups I and II are not restrictable and must be examined together. 

The Examiner characterizes the inventions of Groups I and III as process of making 
and product made and states that the product can be made by a different process, such as, 
CVD. The Examiner has not indicated how a CVD process might be used to form a hard film 
of Group I on a cutting tool and, therefore, it is submitted that Groups I and III are not 
restrictable and must be examined together. Further, the Examiner is requested to rejoin the 
claims of Groups I and III under M.P.E.P. §821.04, if a determination is subsequently made 
of allowability for the elected claims of Group I, Claims 1-9. 

The Examiner characterizes the inventions of Groups III and IV as process and 
apparatus for its practice and states that the process can use a different target, such as, two 
targets having the combined claimed composition. However, it is clear that the process of 
Group III requires the hard film of Group I and the Examiner has not shown how a process 
using two targets would be able to produce the claimed hard film composition, particularly in 
light of the differences in rates of vaporization and deposition of various metals. Therefore, 
the inventions of Groups III and IV are not restrictable and must be examined together. 
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Accordingly, for the reasons presented above, Applicants submit that the Office has 

failed to meet the burden necessary in order to sustain the restriction requirement and 

withdrawal of the restriction requirement is respectfully requested. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
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